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DETAILED ACTION 

Response to Amendment 
This Action is in response to Applicant's amendment filed on April 23, 2007. Claims 
20-25 were added by the instant amendment. Claims 13-25 are now pending. This action is 
made FINAL 

Response to Arguments 

Applicant's arguments with respect to claims 13-25 have been considered but are moot in 
view of the new ground(s) of rejection. 

The argued features (of previously presented independent claims 13 and 20), i.e., a 
method for operating terminals in a wireless local area network environment by storing a 
plurality of access information pertaining to the mobile radio communication system as well as 
details for the wireless local area network such as the location, type, and service provided, reads 
upon Knauerhase et al. in view of Haverinen et al. as follows. 

Knauerhase et al. is discussing a system which stores information about connectivity and 
characteristics of networks in a mobile device. They disclose storing network identifiers of 
wireless networks. Therefore disclosing the limitation of "storing a plurality of items of access 
information on a terminal, the access information including at least one first item of 
identification information for the mobile radio communication a system and at least one second 
item of identification information for a local area network." They further disclose storing the 
location of the local area network. Therefore disclosing the limitation of "a first item of network 
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information indicating the location of the local area network." They then discuss storing the type 
of the local area network. Therefore disclosing the limitation of "a second item of network 
information indicating the type of the local area network." They further disclose that a third 
party provides connection service (e.g. hotspot). Therefore disclose the limitation of "a third 
item of network information indicating at least one third party service provided by the network." 
However, they fail to specifically disclose that this stored information is used to establish a 
connection to any of the previously mentioned networks. Haverinen et al. discloses this feature 
by storing network identifiers of networks with which the phone may connect, and then using 
these identifiers to establish a connection. Therefore disclosing the limitation of "establishing a 
connection to a local wireless network to receive the third party service based on the stored 
access information " 

In response to the argument that the Examiner's conclusion of obviousness is based upon 
improper hindsight reasoning, it must be recognized that any judgment on obviousness is in a 
sense necessarily a reconstruction based upon hindsight reasoning. But so long as it takes into 
account only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's 
disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA1971). 

Regarding the argument that "the term 'service' according to the present invention 
pertains to a third party applications the network offers or gives access to, not the type of 
connection" (see Page 7 of Applicant 's Reply) is not explicitly required by independent claims 
13 or 20. Claims 13 and 20 both recite "at least one third party service provided by the local area 



Application/Control Number: 10/535,492 Page 4 

ArtUnit:2617 

network. . There is no limitation in the claim specifically defining what the third party service 
may or may not comprise. Therefore, providing connectivity to a user is a reasonable 
interpretation as a third party service by a local area network. 

Regarding the argument that Haverinen et al. teaches away from the Knauerhase et al. 
system, as cited in Applicant's reply on Page 7, the Examiner is confused. Haverinen et al. does 
not has Paragraph 0083 as Applicant has directed the Examiner to review. It is reiterated that 
Haverinen et al. was incorporated only to show that terminal identifiers stored in a phone are 
used to aid in system selection. 

In response to Applicant's argument that there is no suggestion to combine the references, 
the Examiner recognizes that obviousness can only be established by combining or modifying 
the teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, they are both from related art, and therefore they can be combined and used 
to show obviousness with respect to prior art. The motivation to combine is taken from the 
background of Haverinen et al. If the feature relied upon from Haverinen et al. is taken with 
Knauerhase et al., the same result is reached. As a result the claims are written such that they 
read upon the cited art. 
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Claim Rejections - 35 USC §103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 13-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knauerhase et al. (US Patent 6,941,146) in view of Haverinen et ah (US Patent Application 
Publication 2003/0119481). 

Consider claims 13 and 20, Knauerhase et al. discloses a method for operating terminals 
of a mobile radio communication system, in at least one local wireless network, comprising: 

storing a plurality if items of access information on a terminal (network identifiers of the 
plurality of networks, e.g. cellular, 802.1 J, Bluetooth, are stored on the phone - Column 2, Lines 
10-16; Column 3, Lines 44-64), r 

the access information comprises at least one first item of identification information for 
the mobile radio communication system and at least one second item of identification 
information for a local area network (Column 2, Lines 27-33 and 44-53; Column 3, Lines 44-64; 
Column 4, Lines 49-57), 

the second item of identification information comprises: 

a first item of network information indicating the location of the local area network 
(Column 2, Lines 27-33; Column 3, Lines 54-60; Column 4, Lines 49-57), 

a second item of network information indicating the type of the local area network (read 
as information regarding the testing of each transceiver is stored - Column 3, Lines 1-8 and 48- 
51; Column 4, Lines 49-57), and 
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a third item of network information indicating at least one third party service provided by 
the local area network (read as the types of 802 J 1 connections available in the area - Column 2 } 
Lines 27-33; Column 3 } Lines 1-8; Column 3 t Lines 48-60; Column 5, Lines 1-10), 

However, Knauerhase et al. discloses storing the identification information of all 
monitored transceivers, but fails to specifically disclose storing a mobile radio communication 
system identifier and establishing a connection to a local wireless network to received the third 
party service based on the stored information. 

In related prior art, Haverinen et al. discloses a method for establishing a roaming 
arrangement in a network comprising both cellular radio networks and wireless local area 
networks. Network identifiers are stored in the mobile phone and are used for network selection 
(Page 1, Paragraph 0006; Page 3 and 4, Paragraph 0038; Page 4, Paragraph 0042). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Haverinen et al. with those of Knauerhase et 
al. in order to be able to perform a comparison of stored identifiers and received identifiers 
during network selection. 

Consider claims 14 and 21, as applied above, Knauerhase et al. as modified by 
Haverinen et al. further discloses that the second item of identification comprises a fourth item of 
network information uniquely identifying the local area; network (Knauerhase et al. - Figure 4, 
record 404 - Column 3, Lines 48-64), 

Consider claims 15 and 22, as applied above, Knauerhase et al. as modified by 
Haverinen et al. further fail to teach that the first, second, and/or third items of network 
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information are encoded by means of a maximum of three decimal digits. Official Notice is 
taken that the advantages of limiting and standardizing the size of stored information is well 
known and expected in the art. It would have been obvious to make such a restriction on size 
due to the known limited amount of storage on wireless communications devices and to provide 
a consistent manner of storing this information on the device. 

Consider claims 16 and 23, Knauerhase et al. as modified by Haverinen et al. fails to 
teach that the fourth item of network information is encoded by means of a maximum of five 
decimal digits. Official Notice is taken that the advantages of limiting and standardizing the size 
of stored information is well known and expected in the art. It would have been obvious to make 
such a restriction on size due to the known limited amount of storage on wireless 
communications devices and to provide a consistent manner of storing this information on the 
device. 

Consider claims 17 and 24, as applied above, Knauerhase et al. as modified by 
Haverinen et al. further discloses that the second items of identification information are stored as 
a first list organized in such a way that the first list contains those second items of identification 
information that are assigned to local area networks which allow the operation of the terminal 
within the local area network (Haverinen et al - employs a common method of storing a list of 
allowed network identifiers which the mobile station is allowed to roam - Page 4 y Paragraph 
0042). 

Consider claims 18 and 25, as applied above, Knauerhase et al. as modified by 
Haverinen et al. further discloses that the second items of identification information are stored as 
a first list organized in such a way that the first list contains those second items of identification 
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information that are assigned to local area networks which forbid the operation of the terminal 
within the local area network (Haverinen et al - employs a common method of storing a list of 
allowed network identifiers which the mobile station is forbidden to roam - Page 4, Paragraph 
0042). 

Consider claim 19, as applied to claim 13 above, Knauerhase et al. as modified by 
Haverinen et al. further discloses that the at least first item of access information is stored on a 
device serving for user identification, in particular a USM module (Haverinen et al - Page 3, 
Paragraph 0024; Page 4, Paragraphs 0038 and 0042). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any response to this Office Action should be faxed to (571) 273-8300 or mailed to: 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 223 14 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Simon A. Goetze whose telephone number is (571) 270-1 113. 
The Examiner can normally be reached on Monday-Thursday from 7:30am to 5:00pm and 
Friday from 7:30am to 4:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Nick Corsaro can be reached on (571) 272-7876. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) or 703-305- 
3028. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist/customer service whose telephone number is (571) 272- 
2600. 




vmonA. Goetzt 
S.AG./sag 

July 3, 2007 





WILLIAM TR0ST 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



